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DETAILED ACTION 

L The current office-action is in response to the amendment/arguments filed on 1/1 9/06. 

Accordingly, Claims 9 and 20-27 are cancelled and Claims 1-8 and 10-19 are pending for 
fiirther examination as follows: 

Claim Rejections - 35 USC§102 
XL The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) The invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

in. Claims 1-5, 1 1-13 are rejected under 35 U.S.C. 102(e) as being anticipated by Segal et al. 
(US 20050119005). 

The applied reference has a common assignee or a common inventor with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it constitutes prior 
art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a 
showing under 37 CFR 1 .132 that any invention disclosed but not claimed in the reference was 
derived from the inventor of this application and is thus not the invention "by another," or by an 
appropriate showing under 37 CFR 1.131. 



As per claim 1, Segal teaches: 
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A wireless communication unit (101; Fig.l, Abstract) arranged and constructed for 
operation within a loosely coupled communication network (Pg*2; 0017) comprising a first 
communication network (103; Fig.l) and a second communication network (105; Fig.l), the 
wireless conmiunication unit (Abstract, Pg.2; 0017) comprising: 

A transceiver (203; Fig.2) configured to support an air interface with the first 
communication network and with the second commxmication network; (i.e. transceiver; Pg.4; 
0028) and 

A controller (209; Fig.2) arranged to control and cooperatively operate with the 
transceiver to manage and retrieve an on-hold call from the first communication network after a 
handout of the wireless commxmication unit from the first commimication network to the second 
communication network via a call leg established to support the on-hold call to and while the 
wireless communication imit is operating in the second communication network, (i.e. The 
communication network switch further comprises the controller 305 that is arranged to control 
and cooperatively operate with the switching function to place an active call on-hold responsive 
to a signal from a communication unit to provide an on-hold call at the first communication 
network and thereafter couple, via a call leg to the second communication network, the on-hold 
call to the wireless communication unit, the call leg established for coupling the on-hold call to 
the wireless communication imit after a handout of and while the wireless communication unit is 
operating in the second communication network; Pg.6; 0041, Pg.9; 0057, Abstract and Claim 1). 



As per claim 2, Segal teaches: 
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The wireless communication unit of claim 1 wherein the controller cooperatively with the 
transceiver is operable to one of disconnect and place on-hold an active call over the call leg and 
then connect the on-hold call, where the on-hold call is coupled from the first communication 
network to the wireless communication unit via the second communication network over the call 
leg. (Pg.4; 0028) 

As per claim 3, Segal teaches: 

The wireless commimication unit of claim 1 wherein the on-hold call is one of i) 
automatically coupled to the wireless communication unit responsive to one of disconnecting and 
placing on-hold an active call and ii) connected to the wireless communication unit responsive to 
signaling provided to the first communication network via the call leg by the controller 
cooperatively with the transceiver. (Pg.4; 0029) 

As per claim 4, Segal teaches: 

The wireless communication unit of claim 3 wherein the controller cooperatively with the 
transceiver uses one of in-band and out of band signaling to provide a code to the first 
communication network that one of connects an on-hold call, disconnects an active call, and 
places an active call on-hold. (i.e. a unique identifier; Pg.4; 0033) 

As per claim 5, Segal teaches: 

The wireless communication unit of claim 4 wherein the on-hold call is a pluraUty of on- 
hold calls and the controller cooperatively with the transceiver is operable to one of connect, 
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disconnect, and place back on-hold one of the plurality of on-hold calls and to receive a second 
of the plurality of on-hold calls until all of the plurality of on-hold calls have been disconnected. 
(Pg.4; 0034) 

As per claim 11, Segal teaches: 

A communication network switch (1 12; Fig.l, Abstract) operable to route calls for a first 
communication network, the communication network switch (112; Fig.l, Abstract) comprising: 

A switching function operable to couple the first communication network to a second 
communication network, where the first communication network and the second communication 
network comprise a loosely coupled communication network; (Abstract, Pg.2; 0017, Pg.4; 0030) 
and 

A controller (209; Fig.2) arranged to control and cooperatively operate with the 
transceiver to manage and retrieve an on-hold call from the first communication network after a 
handout of the wireless communication unit from the first communication network to the second 
communication network via a call leg established to support the on-hold call to and while the 
wireless communication unit is operating in the second communication network, (i.e. The 
communication network switch fiuther comprises the controller 305 that is arranged to control 
and cooperatively operate with the switching fimction to place an active call on-hold responsive 
to a signal from a communication unit to provide an on-hold call at the first communication 
network and thereafter couple, via a call leg to the second communication network, the on-hold 
call to the wireless communication unit, the call leg established for coupling the on-hold call to 
the wireless communication imit after a handout of and while the wireless communication unit is 
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operating in the second communication network; Pg.6; 0041, Pg.9; 0057, Abstract and Claim 1). 

As per claim 12, Segal teaches: 

The communication network switch of claim 1 1 further comprising a mobility manager 
that is operable to facilitate mobility of wireless communications units including the wireless 
communication unit by tracking network contacts for the wireless communication units, wherein 
the mobility manager cooperatively with the controller and the switching function is operable to 
establish the call leg between the second communications network and the first communications 
network. (Pg.4; 0030) 

As per claim 13, Segal teaches: 

The conmiunication network switch of claim 12 wherein the controller cooperatively 
with the switching function is operable to connect the on-hold call by one of i) automatically 
connecting the on-hold call to the wireless communication unit responsive to one of 
disconnecting and placing on-hold an active call and ii) connecting the on-hold call to the 
wireless commimication unit responsive to signahng received by the conmiimication network 
switch from the wireless communication unit over the call leg. (Pg.6; 0043) 

Claim Rejections - 35 USC §103 
IV. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent June not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject 
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matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to 
which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation xmder 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

V. Claims 6-8, 14-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Segal 
in view of Buttitta et al. [US 5913166]. 

As per claim 6, Segal teaches all the particulars of the claim except the unique codes 
includes a code corresponding to each of the plurality of on-hold calls that can be used to 
connect the each of the plurality of on-hold calls. However, Buttitta teaches in an analogous art, 
that the wireless communication unit of claim 5 wherein the controller cooperatively with the 
transceiver uses the in-band signaling to provide unique codes to the first communication 
network where the unique codes includes a code corresponding to each of the plurality of on- 
hold calls that can be used to connect the each of the plurality of on-hold calls. (Col.7; 36-Col.8; 
4) Therefore, it would have been obvious to one of ordinary skill in the art at the time of 
invention to include the unique codes includes a code corresponding to each of the plurality of 
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on-hold calls that can be used to connect the each of the plurality of on-hold calls in order to 
provide wireless radio telephones and, more particularly, to radio telephones operative with a 
private base station and public base stations in a wireless system. 

As per claim 7, Segal teaches all the particulars of the claim except the controller 
cooperatively with the transceiver uses the in-band signaling to one of provide one of the xmique 
codes to disconnect the active call and provide another one of the unique codes to place the 
active call on-hold. However, Buttitta teaches in an analogous art, that the wireless 
communication unit of claim 6 wherein the controller cooperatively with the transceiver uses the 
in-band signaling to one of provide one of the unique codes to disconnect the active call and 
provide another one of the unique codes to place the active call on-hold. (Col.7; 36-Col.8; 4) 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of invention 
to include the controller cooperatively with the transceiver uses the in-band signaling to one of 
provide one of the xmique codes to disconnect the active call and provide another one of the 
unique codes to place the active call on-hold in order to provide wireless radio telephones and, 
more particularly, to radio telephones operative with a private base station and pubUc base 
stations in a wireless system. 

As per claim 8, Segal teaches all the particulars of the claim except the user interface is 
operable to indicate to the controller when to one of disconnect the active call, place the active 
call on-hold, select the on-hold call that will be connected, select a next on-hold call to be 
connected, and select a previous on-hold call to be connected. However, Buttitta teaches in an 
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analogous art, that the wireless communication unit of claim 7 further comprising a user 
interface coupled to the controller, wherein the user interface is operable to indicate to the 
controller when to one of disconnect the active call, place the active call on-hold, select the on- 
hold call that will be connected, select a next on-hold call to be connected, and select a previous 
on-hold call to be connected. (Col.7; 36-CoL8; 4) Therefore, it would have been obvious to one 
of ordinary skill in the art at the time of invention to include the user interface is operable to 
indicate to the controller when to one of disconnect the active call, place the active call on-hold, 
select the on-hold call that will be connected, select a next on-hold call to be connected, and 
select a previous on-hold call to be connected in order to provide wireless radio telephones and, 
more particularly, to radio telephones operative with a private base station and public base 
stations in a wireless system. 

As per claim 14, Segal teaches all the particulars of the claim except the controller 
cooperatively with the switching function receives a code via one of in-band and out of band 
signaling and responsive to the code, one of connects an on-hold call, disconnects an active call, 
and places an active call on-hold. However, Buttitta teaches in an analogous art, that the 
communication network switch of claim 13 wherein the controller cooperatively with the 
switching function receives a code via one of in-band and out of band signaling and responsive 
to the code, one of connects an on-hold call, disconnects an active call, and places an active call 
on-hold. (Col.7; 36-Col.8; 4) Therefore, it would have been obvious to one of ordinary skill in 
the art at the time of invention to include the controller cooperatively with the switching function 
receives a code via one of in-band and out of band signaling and responsive to the code, one of 
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connects an on-hold call, disconnects an active call, and places an active call on-hold in order to 
provide wireless radio telephones and, more particularly, to radio telephones operative with a 
private base station and public base stations in a wireless system. 

As per claim 15, Segal teaches: 

The communication network switch of claim 14 wherein the on-hold call is a plurality of 
on-hold calls and the controller cooperatively with the switching function is operable to one of 
connect, disconnect, and place back on-hold one of the plurality of on-hold calls and to connect a 
second of the plurality of on-hold calls until all of the plurality of on-hold calls have been 
disconnected, (i.e. a unique identifier; Pg.4; 0033) 

As per claim 16, Segal teaches all the particulars of the claim except the controller 
cooperatively with the switching function receives unique codes via the in-band signaling, where 
the unique codes include a code corresponding to each one of the plurality of on-hold calls and 
indicates to the communication network switch which of the plurality of on-hold calls should be 
connected. However, Buttitta teaches in an analogous art, that the conmiunication network 
switch of claim 15 wherein the controller cooperatively with the switching function receives 
unique codes via the in-band signaling, where the unique codes include a code corresponding to 
each one of the plurality of on-hold calls and indicates to the communication network switch 
which of the plurality of on-hold calls should be connected. (Col.7; 36-Col.8; 4) Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of invention to include the 
controller cooperatively with the switching function receives unique codes via the in-band 
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signaling, where the unique codes include a code corresponding to each one of the plurality of 
on-hold calls and indicates to the communication network switch which of the plurality of on- 
hold calls should be connected in order to provide wireless radio telephones and, more 
particularly, to radio telephones operative with a private base station and public base stations in a 
wireless system. 

As per claim 17, Segal teaches all the particulars of the claim except the controller 
cooperatively with the switching function receives, via the in-band signaling, one of the unique 
codes to indicate that the active call should be disconnected and another one of the unique codes 
to indicate that the active call should be placed on-hold. However, Buttitta teaches in an 
analogous art, that the communication network switch of claim 16 wherein the controller 
cooperatively with the switching function receives, via the in-band signaling, one of the unique 
codes to indicate that the active call should be disconnected and another one of the unique codes 
to indicate that the active call should be placed on-hold. (CoL7; 36-Col.8; 4) Therefore, it would 
have been obvious to one of ordinary skill in the art at the time of invention to include the 
controller cooperatively with the switching function receives, via the in-band signaling, one of 
the unique codes to indicate that the active call should be disconnected and another one of the 
unique codes to indicate that the active call should be placed on-hold in order to provide wireless 
radio telephones and, more particularly, to radio telephones operative with a private base station 
and public base stations in a wireless system. 
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As per claim 18, Segal teaches all the particulars of the claim except the mobility 
manager is further operable to order the plurality of on-hold calls according to a call identifier 
corresponding to each of the on-hold calls and assign the code corresponding to each of the 
plurality of on-hold calls according to the order, thereby allowing the first communication 
network and the wireless communication unit to refer to the same on-hold call with a 
corresponding unique code. However, Buttitta teaches in an analogous art, that the 
communication network switch of claim 17 wherein the mobiHty manager is further operable to 
order the plurality of on-hold calls according to a call identifier corresponding to each of the on- 
hold calls and assign the code corresponding to each of the plurality of on-hold calls according to 
the order, thereby allowing the first communication network and the wireless communication 
unit to refer to the same on-hold call with a corresponding unique code. (Col.7; 36-Col.8; 4) 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of invention 
to include the mobility manager is further operable to order the plurality of on-hold calls 
according to a call identifier corresponding to each of the on-hold calls and assign the code 
corresponding to each of the plurality of on-hold calls according to the order, thereby allowing 
the first communication network and the wireless communication unit to refer to the same on- 
hold call with a corresponding unique code in order to provide wireless radio telephones and, 
more particularly, to radio telephones operative with a private base station and public base 
stations in a wireless system. 

VL Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Segal in view of 
Ejzak [US 6871070]. 
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As per claim 10, Segal teaches all the particulars of the claim except the signaling is one 
of Dual Tone Multi Frequency (DTMF) signaling. However, Ejzak teaches in an analogous art, 
that the wireless communication unit of claim 3 wherein the signaling is Dual Tone Multi 
Frequency (DTMF) signaling. (Col.6; 1-7) Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of invention to include the signaling is one of Dual Tone 
Multi Frequency (DTMF) signaling in order to provide communication systems, and more 
particularly to a third generation wireless communication system. 

Vn. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Segal & Buttitta 
further in view of Ejzak. 

As per claim 19, the above combinations teach all the particulars of the claim except the 
signaling is one of Dual Tone Multi Frequency (DTMF) signaling. However, Ejzak teaches in 
an analogous art, that the communication network switch of claim 18 wherein the signaling is 
Dual Tone Multi Frequency (DTMF) signaling. (Col.6; 1-7) Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of invention to include the signaling is one 
of Dual Tone Multi Frequency (DTMF) signaling in order to provide communication systems, 
and more particularly to a third generation wireless commimication system. 

Conclusion 

VIII. Applicant's arguments filed on 1/19/2006 have been fiilly considered but they are not 
persuasive. 
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In response to Applicant's argument that Segal doesn't teach, "A controller arranged to 
control and cooperatively operate with the transceiver to manage and retrieve an on-hold call 
from the first communication network after a handout of the wireless commxmication unit from 
the first communication network to the second communication network via a call leg established 
to support the on-hold call to and while the wireless communication unit is operating in the 
second communication network;" it is noted that Segal supports the assertion as. The 
communication network switch fiirther comprises the controller 305 that is arranged to control 
and cooperatively operate with the switching fimction to place an active call on-hold responsive 
to a signal from a communication unit to provide an on-hold call at the first communication 
network and thereafter couple, via a call leg to the second communication network, the on-hold 
call to the wireless communication unit, the call leg established for coupling the on-hold call to 
the wireless communication unit after a handout of and while the wireless communication unit is 
operating in the second communication network (see Pg.6; 0041, Pg.9; 0057, Abstract and Claim 
1). Hence, it is beheved that Segal teaches the claimed limitations. 

For that reason, it is believed and as enlighten above, the rejections should be sustained. 

IX. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 
A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the 
mailing date of this final action and the advisory action is not mailed until after the end of the 
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THREE-MONTH shortened statutory period, then the shortened statutory period will expire on 
the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the maihng date of the advisory action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the mailing date of this final action. 

X. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sharad Rampuria whose telephone number is (571) 272-7870. 
The examiner can normally be reached on M-F. (8:30-5). 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, George Eng can be reached on (571) 272-7495. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://portal.uspto.gov/extemal/portal/pair. Should you have questions on access to 
the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free) or EBC0>Mspto.^ov . 
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Examiner 
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